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REMARKS 

Claims 1, 4-9, and 20-22 are now in the application. 

Claims 1, 4, 6, 8 and 20-22 were rejected under 35 USC 102(b) as being anticipated by US 
Patent 6,283.829 to Molnar. Claims 5 and 7 were rejected under 35 USC 103(a) as being obvious 

over US Patent 6,283.829 to Molnar. 

Molnar fails to anticipate or render obvious the above claims. The present application is 
concemed with imFoving the planarizing of surfaces employing an abrasive containing 
composition. According to the present invention friction that develops during polishing between a 
polishing pad and a wafer is reduced by incorporating solid lubricant particles in the abrasive 
conraining composition. The present invention malces it possible to increase the topological 
selectivity of the planarizing/polishing. The present invention also makes possihle the reduction of 
wafer delamination (peeling) due to planarization/polishing. which is particularly important in 
planarizing conductor lines embedded in low-k (i.e. low dielectric constant) msulators or porous 
low'k insulators or planarizing the insulators themselves. 

Molnar fails to anticipate the present invention since, among other thmgs. Mohiar deals 
with using polishmg pads that require abrasive particles contained therein (e.g. fixed abrasive 
finishmg elements). On the other hand, the process of this invention can be practiced and is 
preferably practiced using pads such as polyurethane pads that do not require abrasive particles. 
As recited in the present claims, the polishing compositions require the presence of abrasive 
particles. Molnar relates to fixed abrasive finishing elements which are fundamentally different 
fiom the processes of the present invention that require polishing slunies having abrasives 
contained therein. Along these Unes, see US Patent 5.958.794 to Bnixourt (copy previously 
submitted) that discusses differences between fixed abrasive articles as contrasted to having the 

abrasives in the slurry. 

Moreover, Molnar does not anticipate the present claims since Mohiar prefers using 
slurries that are free from abrasive particles, suggests using liquid or solid lubricants and suggests 
adding the lubricant to the polishing slurry or to the fixed abrasive finishing element. 
Accordingly, to arrive at the present invention one would have to make specific fortuitous 
selections among a number of possible combinations. 
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Molnar fails to anticipate the present invention. In particular, anticipation requires the 
disclosure, in a prior art reference, of each and every recitation as set forth in the claims. See 
Titanium Metals Corp. v. Banner, 227 USPQ 773 (Fed. Cir. 1985), Orthokinetics. Inc. v. Safety 
Travel Chairs. Inc., 1 USPQ2d 1081 (Fed. Or. 1986), andAkzo N.V. v. aS. International Trade 
Commissioner, 1 USPQ2d 1241 (Fed. Cir. 1986). Each and every claim recitation must be 
considered. See Pac^Tec, Inc. v. Amerace Corp. 14 USPQ2d 1871 (Fed. Cir. 1990) cert denied 
502US808 1991. 

There must be no difference between the claimed invention and reference disclosure for an 
anticipation rejection under 35 U.S.C, 102. See Scripps Clinic and Research Foundation v. 
Geneiech. Inc. 18 USPQ2d 1001 (CAFC 1991) mdStudiengesellschafi Kohle GmbH v. Dart 
Industries, 220 USPQ 841 (CAFC 1984). 

The law is well settled that claiming of a more specific combination within a broader 
group of possibilities avoids a lack of novelty rejection. The test for anticipalion is whether the 
claims read on the prior art disclosure, not on what the references broadly teach. 

For example, see Aha N. V. v. US International Trade Commissioner 1 USPQ2d 1241 
(Fed. Cir. 1986). In Akzo, the court found that no anticipation exists when one would have had to 
"randomly pick and choose among a number of different polyamides, a plurality of solvents and a 
range of uiherent viscosities" to reach the claimed invention. 

Also see In re Kollman et al. 201 USPQ 193 (CCPA-1979) wherein the court held that the 
prior art generic disclosure contains "no suggestion of the required FENAC/diphenyl ether ratio". 

In Rem-Cm Titanium v. Watson 112 USPQ 88 CD.D.C-1956), the prior art showed alloys 
having broad ranges which included the claimed ranges. However, the prior art did not expUcitly 
disclose the more limited claimed ranges or alloys ha^dng the characteristics of the claimed aUoy. 
Accordingly, the court held the claixns to be allowable. For a similar fectual pattern and same 
holding, please see 5eciterv. Co«(CA,Dc 1938)38USPQ2dandr«raftv. Watson (DC-DC 195A) 

103 USPQ 78. 

In addition Molnar does not render obvious the use of a soUd lubricant in the compositions 
to which the present invention is directed, since Molnar, suggests the use of lubricants in fixed 
abrasive fmisliing pad in order to reduce the breaking away of abrasive particles from the fixed 
abrasive pad (see col. 9, lines38-41and col. 30,lines 43-45). Therefore no motivation exists to 
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employ a solid lubricant wherein the abrasive particles are aheady contained in the polishing 
composition. 

Claim 9 was rejected under 35 USC 103(a) as being unpatentable over U.S. Patent 
6^83,829 to Molnar in view of Patent Publication 2003/02U743 to CSiang et al. Chang et al. was 
merely relied upon for disclosure of adding a surfactant to a slurry for CMP applications. Chang 
fails to overcome tlie above discussed deficiencies of Molnar with respect to rendering 
unpatentable the present claims. Accordingly, claim 9 is patentable for at least those reasons as to 
why claim 1 is patentable. 

The mere fact that cited art may be modified in the manner suggested by the Examiner 
does not make this modification obvious, unless the cited art suggest the desirability of the 
modification. No such suggestion appears in the cited art in this matter. The Examiner's attention 
in kindly directed to In re Lee 61 USPQ2d 1430 (Fed. Cir. 2002), In re Dembicsak et al 50 
USPQ2d. 1614 (Fed. Cir. 1999), 7« re Gordon, 221 USPQ 1125 (Fed. Cir, 1984). In re Laskowski, 
10 USPQ2d. 1397 (Fed. Cir. 1989) and In re Fritch, 23, USPQ2d. 1780 (Fed. Cir. 1992). 

In Demhiczak et aU supra, the Court at 1617 stated: "Our case lawmakes clear that the 
best defense against the subUe but powetfiU attraction of a hindsight-based obviovisness analysis is 
rigorous application of ihe requirement for a showing of the teacliing or motivation to combine 
prior art references. S^- e.^,, C.R. Bard. Inc., v. M3 Sys . Inc.,, 157 F.3d. 1340, 1352. 48 
USPQ2d. 1225, 1232 (Fed. Cir, 1998) (describing 'teachmg or suggestion motivation [to 
combine]' as in 'essential evidentiary component of an obviousness holding'). In re Rpuffet, 149 
F.3d 1350. 1359, 47 USPQ2d. 1453, 1459 (Fed, Cir. 1998) ('the Board must identify 
specifically...the reasons one of ordinary skill in the art would have been motivated to select the 
references and combine them*);...". 

Also, the cited art lacks the necessary direction or incentive to those or ordinary sldU in the 
art to render the rejection under 35 USC 103 sustamable. The cited art fails to provide the cited 
degree of predictability of success of achieving the properties attainable by the present 
invention needed to sustain a rejection under 35 USC 103. See DiversUech Corp. v. Century Steps. 
Inc. 7 USPQ2d 1315 (Fed, Ch-. 1988), In re Mercier, 185 USPQ 774 (CCPA 1975) and/« re 
Nayht, 152 USPQ 106 (CCPA 1966). 
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Moreover, the properties of the subject matter and improvements which are inherent in the 
claimed subject matter and disclosed in the specification are to be considered when evaluating tlie 
question of obviousness under 35 USC 103. See Gillette Co. v. 3.0. Johnson & Son, Inc., 16 
USPQ2d. 1923 (Fed. Cir.1990), In reAntonie, 195, USPQ 6 (CCPA 1977), In re Estes, 164 USPQ 
519 (CCPA 1970), aad/« re P<^eseh, 137 USPQ 43 (CCPA 1963). 

No property caa be ignored in determining patentabiUty and comparing the claimed 
invention to the cited art. Along these lines, see In re PapescK supra, bi re Burt et d, 148 USPQ 
548 (CCPA 1966). In re Ward, 141 USPQ 227 (CCPA 1964), and 7« re Cescon, 177 USPQ 264 
(CCPA 1973). 

hi view of the above, reconsideration and aUowance are, therefore, respectively solicited. 

In the event that the Exammer beUeves an interview might serve to advance the 
prosecution of this application in any way, the undersigned attorney is available at the telephone 
number noted below. Applicant beUeves no fee is due with this response. However, if a fee is 
due. please charge our Deposit Account No. 50-0510, under Order No. 20140-00296-US2 from 
which the undersigned is authorized to draw. 

Dated: 1-^5^^^ 




I A. Amemick 
Registration No,; 24,852 
CONNOLLY BOVE LODGE & HUTZ LLP 
1990 M Street, N.W., Suite 800 
Washington, DC 20036-3425 
(202)331-7111 
(202) 293-6229 (Fax) 
Attorney for Applicant 
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